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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) S Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)^ All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. ^ Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 


Attach ment(s) 

1 ) ^ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftspereon's Patent Drawing Review (PTO-948) Paper No(s)/IVIail Date. 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 


PTOL-T26'(Rev^'o8-0^^ 


Office Action Summary 


Part of Paper No./Mail Date 20080630 


Application/Control Number: 10/556,849 
Art Unit: 1621 


Page 2 


DETAILED ACTION 
Claim Objections 

Claim 49 is objected to because of tine following informalities: the claim does not 
terminate with a period (after the last structure). Claims must begin with a capital letter 
and end with a period. MPEP 608.01 (m). Appropriate correction is required. 

Claim Rejections - 35 USC § 112, FIRST PARAGRAPH 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
mailing and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 47-64 are rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for a method of creating a carbon-nitrogen bond by 
reacting hydrazones with substituted benzenes, does not reasonably provide 
enablement for a method of creating a carbon-heteroatom bond by reacting the 
universe of leaving group-bearing unsaturated compounds with the universe of 
nucleophilic compounds. The specification does not enable any person skilled in the art 
to which it pertains, or with which it is most nearly connected, to make and use the 
invention commensurate in scope with these claims. 

With regard to rejections under 35 USC 112, first paragraph, the following factors 
are considered {In re Wands 8 USPQ 2d 1400, 1404 (CAFC 1988)): a) Breadth of 
claims; b) Nature of invention; c) State of the prior art; d) Level of ordinary skill in the art; 
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e) Level of predictability in the art; f) Amount of direction and guidance provided by the 
inventor; g) Working examples and; h) Level of experimentation needed to make or use 
the invention based on the content of the disclosure. 

a) The claims are breathtakingly broad: the universe of leaving group-bearing 
unsaturated compounds reacted with the universe of nucleophilic compounds. The 
narrower definitions of these two starting materials (for instance, claims 49, 57 and 60) 
still simply define infinite, broad classes of compounds. 

b,c) The nature of the invention is determined in part by the state of the prior art. 
Even a cursory perusal of the chemical arts reveals that methods of chemical covalent 
bond formation are described in terms of specific sets of starting materials, solvents, 
catalysts, etc. 

d) The level of skill in the art is considered to be relatively high. 

e) The level of predictability in the art is considered to be relatively low. 

Even under the best of circumstances, and several hundred years after Lavoisier 
laid the foundations of its modern practice, chemistry remains an experimental science. 
The chemical arts have not advanced to the point where certainty has replaced the 
need for laboratory experimentation. 

f,g) The amount of direction provided by the inventor is considered to be 
determined by the specification and the working examples. Applicant provides an 
extremely narrow set of working examples when compared with the scope of the claims. 
All examples, for instance, utilize benzophenone hydrazone as the nucleophilic 
substrate. That is, exactly one particular compound is used as a representative 
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compound for broad classes of structurally unrelated compounds. Applicant's claims 
are therefore an extraordinary extrapolation of the working examples, since the guiding 
principle of the modern chemical arts is that structure determines reactivity. Nor do 
applicant's working examples demonstrate that the universe of leaving group-bearing 
unsaturated compounds is anything other than a similar extraordinary extrapolation from 
a limited set (6) of structurally related simple, substituted benzene compounds. 

h) To determine the metes and bounds of the instant invention would require 
undue experimentation, in fact, infinite experimentation. Case law is clear on this point: 
The specification must teach how to make and use the invention, not teach how to 
figure out for oneself how to make and use the invention. In re Gardner, 1 66 USPQ 1 38 
(CCPA1970). 

Claim Rejections - 35 USC § 112, SECOND PARAGRAPH 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 47 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. The term "associated" in the phrase "...associated with an 
alcohol solvent..." is unclear because it is undefined. 

Claims 48-59 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. There is insufficient antecedent basis for the 
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limitation "nucleophilic substrate" in the claim. The examiner respectfully suggests that 
to avoid any possible ambiguity, that a consistent nomenclature be maintained 
throughout the claim set (compare the independent claim: "nucleophilic compound 
[emphasis added]"). 

Claims 57 and 58 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Claims 57 and 58 ultimately depend upon a 
canceled claim. Thus, the metes and bounds of the claims are unclear. 

Claims 53-56 and 63 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. There is insufficient antecedent basis for the 
limitation "formula (la)" in the claim. Some variables are therefore unclear because they 
are undefined. Claim 63 is also rejected because the interpretation of the diagram of 
formula (I la) is unclear. This is so because the diagram uses non standard notation 
(specifically, the capital letter "1" which appears between R20 and R21 and C and R22)- 

Claims 58 and 65 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The phrase "such as" renders the claims indefinite 
because it is unclear whether the limitations following the phrase are part of the claimed 
invention. See MPEP § 2173.05(d). 

Claims 69 and 70 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
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applicant regards as tlie invention. There is insufficient antecedent basis for the 
limitation "formula (Ilia)" in the claim. Some variables are therefore unclear because 
they are undefined. Claim 69 is also rejected because a broad range or limitation 
together with a narrow range or limitation that falls within the broad range or limitation 
(in the same claim) is considered indefinite, since the resulting claim does not clearly 
set forth the metes and bounds of the patent protection desired. See MPEP § 
2173.05(c). Note the explanation given by the Board of Patent Appeals and 
Interferences in Ex parte Wu, 10 USPQ2d 2031, 2033 (Bd. Pat. App. & Inter. 1989), as 
to where broad language is followed by "such as" and then narrow language. The 
Board stated that this can render a claim indefinite by raising a question or doubt as to 
whether the feature introduced by such language is (a) merely exemplary of the 
remainder of the claim, and therefore not required, or (b) a required feature of the 
claims. Note also, for example, the decisions of Ex parte Steigewald, 131 USPQ 74 
(Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte Hasche, 86 
USPQ 481 (Bd. App. 1949). In the present instance, claim 69 recites the broad 
recitation "...a number equal to 1 to 6...," and the claim also recites "...preferably equal 
to 4..." which is the narrower statement of the range/limitation. 

The remaining claims are also rejected under 35 USC 112, second paragraph, as 
claims which depend from indefinite claims are also indefinite. Ex parte Cordova, 10 
USPQ 2d 1949, 1952 (PTO Bd. App. 1989). 
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Allowable Subject Matter 

The subject matter of claims 47-85, with respect to a method of forming a 
carbon-nitrogen bond by reacting hydrazones with substituted benzenes, would be 
allowable once the above 112 rejections and objection have been overcome. 

The key to the instant invention is the use of a hydroxide base in an alcohol 
solvent. The closest prior art appears to be US 6,100,398 (column 4, line 27; column 6, 
line 20; Examples) and US 6,235,936 B1 (column 26, line 57; column 27, line 53; 
Examples). Neither reference teaches nor suggests forming a carbon-nitrogen bond by 
reacting hydrazones with substituted benzenes using a hydroxide base and an alcohol 
solvent. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian J. Davis whose telephone number is 571-272- 
0638. The examiner can normally be reached on M-F 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Yvonne (Bonnie) Eyier can be reached at 571-272-0871 . The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 


/Brian J. Davis/ 

Primary Examiner, Art Unit 1621 
6/30/08 


